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Response And Request For Reconsideration 
In response to the Office Action of March 30, 2010, Applicants hereby request the 
Examiner to reconsider the claims in view of the present amendments and remarks. 

Claim Amendments 

Claims 1, 6, and 1 1 have been amended to specify: 
"wherein the dispersion viscosity as measured by TA instruments AR 500™ Rheometer 
using "cone on plate geometry" measured at about 40°C at 100 s" ! ranges from about 0.003 
Pa s to about 5 Pa s." 

Support, for this amendment is provided by the specification on page 6, lines 21-25. 

Claims 1. 6, and 1 1 have been amended to specify: "a solids content of greater than 
about 35 wt % when said metal base is other than a metal hydroxide", Support for this 
amendment is provided on page 5, line 23 of Applicant's specification. 

Dependent claim 16 is new. Support for claim 16 is provided by the specification 
on page 6, lines 21-25. 

Claim 17 is new. Claim 17 is a reformulated version of previously presented claim 
10. Claim 17 relates to a grease composition comprising the dispersion of claim 1. In 
order to further specify that claim 17 relates to a grease, the carboxylic acid has been 
defined in such a way to indicate that it is a hydroxy substituted alkanoic acid. Support for 
claim 17 is provided by claim 10 as filed and the disclosure on page 4, line 31 to page 5, 
line 12 of Applicant's specification. In view of the addition of claim 17, claim 10 has been 
cancelled without prejudice. 

Claim 17 also specifies "a carboxylic acid, wherein the carboxylic acid is a hydroxy 
substituted alkanoic acid". Support for this amendment is provided by the specification on 
page 14, lines 1-2. 

Claims 1, 6, 11, and 17 specify a surfactant with a hydrophilic lipophilic balance 
(HLB) of about 2 to about 16. Support for this amendment is provided on page 8, lines 16 to 
18 of Applicant's specification. 
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Claim 18 is new. Support for this claim is provided in the specification on page 6, 
lines 7-10. 

Claim 19 is new. Support for claim 19 is provided in the specification on page 6, 
lines 13-14. The claim specifies wherein the composition is substantially free of an oil 
insoluble solvent. 

Claims 20-22 are new. 

Claim 20 relates to a process of claim 6 that requires step (4). Step (4) is a step that 
results in the formation of grease. Support for step (4) being mandatory is provided in the 
specification by the text on page 17, line 27 to page 18, line 3. In addition, examples Grease 
Example 1 to Grease Example 3 (see page 25, lines 17 to 31) exemplify making a grease by 
requiring the addition of a carboxylic acid (e.g., 12-hydroxystearic acid) to a dispersion 
prepared by steps (1) to (3) as presently defined in claim 6. 

Claim 21 relates to a grease composition made by the process of claim 20. Support 
for this claim is provided by the disclosure on page 18, lines 7 to 1 0 and lines 12 to 26. 

Claim 22 relates to the composition of claim 20 being used as a grease. Support for 
this claim is provided by the disclosure on page 18, lines 12 to 26. 

Novelty and Obvi ousness Rejections 

The Examiner has not raised a 35 U.S.C. § 1 02(b) rejection to claims 1-15. 
Accordingly, it is submitted that all claims are considered novel. 

New independent claim 1 7 is novel over the references cited by the Examiner for 
the same reasons claim 10 was considered novel. 

The Examiner has raised a 35 U.S.C. §103(a) rejections to claims 1 to 15 over 
Forsberg (US 4,094,801) in view of Rothon (US 5,461,101) and in view of Crawford 
(EP0288296), and in view of Young (GB1 061 161) and further in view of Magyar (US 
5,851,961). The Applicant respectfully traverses. 

The Examiner is of the position that Forsberg discloses additives for lubricants and 
fuels that consist of magnesium-containing liquid dispersion composition. The Examiner 
noted that Forsberg does not teach either; 
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(a) a mean particle size ranging from 15 nanometres to about 1 micrometre; nor 

(b) the organic medium containing less than about 2 wt % of water; nor 

(c) the dispersion having a solid content from about 15 wt % to about 84 wt %; nor 

(d) grinding the slurry. 

The Examiner indicated that Crawford, Rothon and Young appear to disclose said 
technical features. The Applicant respectfully traverses that the references cited and 
combined by the Examiner result in the presently claimed invention. 

Forsberg discloses compositions that contain water (typically significant amounts 
ranging from 2.73 wt. % 39.37 wt. %), and compositions that have 8 wt. % to 37.63 wt. % 
solids. In addition, the majority of compositions are noted to in the form of a gel (see 
column 9, line 40 to column 12, line 62; in particular examples 1-9 and 1 1). A gel as rioted 
from "Concise Science Dictionary", Third Edition (a copy of the relevant page is enclosed, 
page 155) is a lyophilic colloid that has a coagulated to a rigid or jelly-like solid. In a gel, 
the disperse medium has formed a loosely-held network of linked molecules through the 
dispersion medium. In addition, examples 14 and 16 are noted by Forsberg as being solid 
or a grease-like material. As a result of the gelled nature or solid nature of the products of 
Forsberg, the viscosity of the products will be greater than the presently claimed viscosity 
of 0.003 Pa s to about 5 Pa s. 

Claim 1 of the present invention relates to a dispersion defined above that comprises 
greater than about 35 wt % of metal base, and wherein the dispersion as measured by TA 
Instruments AR 500™ Rheometer using "cone on plate geometry" measured at about 40°C 
at 100 s~ l ranges from about 0.003 Pa s to about 5 Pa s. The presently claimed viscosity 
range in combination with the weight percentage of metal base results in a high solids 
content low viscosity composition. In the presently claimed invention, the composition is a 
dispersion. The composition of claim I does not have the viscosity to be considered a gel 
or solid. 

If a person of ordinary skill were to combine Forsberg Crawford, Rothon and 
Young, whilst the combination may result in a dispersion that includes features referred to 
by the Examiner as being disclosed in the secondary references i.e., 
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(a) the organic medium containing less than about 2 wt % of water; and 

(b) the dispersion having a solid content from about 1 5 wt % to about 84 wt %; 
that has also been subject to grinding, 

the resultant composition would, as shown by the Declaration under Rule 132 by 
Claire Hollingshurst where she attempted two different methods to reduce particle size of 
the Forsberg composition, still be a gel or solid or contain oversized particles. In contrast, 
the presently claimed invention milled in the substantial absence of water is not a gel or a 
solid as initially made because the viscosity as measured by TA Instruments AR 500™ 
Rheometer using "cone on plate geometry" measured at about 40°C at 100 s-l ranges from 
about 0.003 Pa s to about 5 Pa s. Thus, combination of references suggested by the 
Examiner results in a composition that is distinct from the claimed invention in that once 
you form the gel of Forsberg it is not reasonably viable to get to Applicant's lower 
viscosity fine particle dispersion even by water removal and further milling. 

For that reason, it is submitted that the claimed invention is unobvious over 
Forsberg in view of Crawford, Rothon and Young. With regard to new dependent claim 19, 
the same remarks apply as noted above for claim 1, except the subject matter of the claim 
is further distinguished because the claimed composition is substantially free of an oil 
insoluble solvent. Forsberg explicitly requires the presence of water (see claim 1 of 
Forsberg). In contrast, the subject matter of claim 19 is substantially free of oil soluble 
solvent, and this could include water in the bulk of the composition. However, a person of 
ordinary skill knows that oil insoluble solvent does not include water of hydration that may 
be associated with the claimed metal bases. This is known from publications such as "The 
Penguin dictionary of Chemistry", Second Edition (enclosed). Page 206 defines hydrates are 
noted as many compounds that have crystallized water additional to that required for a 
simple stiocheiometry. Water can be bonded to cations by co-ordinate bonds from the 
oxygen or to anions by hydrogen bonding. In non-ionic derivatives, dipole interactions are 
also important. The gross structure of many materials is determined by the bonding of the 
water of hydration. As a consequence, any water bound to the metal base in the form of 
hydrated water is not considered to be insoluble solvent. 
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Independent claim 6 relates to a process to prepare the dispersion of claim 1 of the 
present invention. Since claim 1 is unobvious over the prior art cited by the Examiner, 
claim 6 is unobvious too for the same reasons stated above. 

Independent claims 11 and 17 relate to specific applications for the dispersion of 
claim 1 . Since the dispersion of claim 1 is unobvious over the prior art cited by the 
Examiner, these claims are unobvious too for the same reasons. In addition, it is noted that 
none of the references cited by the Examiner relate to the technical field of grease 
compositions that contain a hydroxy substituted alkanoic acid. 

The Examiner is requested to withdraw the 35 U.S.C. § 103(a) rejection over 
Forsberg in view of Rothon, Crawford and Young; and find all claims allowable. 

Conclusion . 

For the foregoing reasons, it is submitted that the present claims are in condition for 
allowance. The foregoing remarks are believed to be a full and complete response to the 
outstanding Office Action. Therefore, an early and favorable reconsideration is 
respectfully requested. If the Examiner believes that only minor issues remain to be 
resolved, a telephone call to the undersigned is suggested. 
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The Commissioner is authorized to charge the required fees for filing this response in 
time to meet the 4-month deadline of the Office Action from The Lubrizol Corporation Deposit 
Account No. 12-2275. 

Enclosures: Petition for one month time extension 
Telephone Interview Summary 

Concise Science Dictionary, Third Edition, page 155 

The Penguin Dictionary of Chemistry, Second Edition, pg. 206 

Respectfully submitted, 

/Samuel B. Laferty/ 



Samuel B. Laferty 
Registration No. 31,537 



The Lubrizol Corporation 

Attn: Docket Clerk, Patent Dept. 

29400 Lakeland Boulevard 

Wickliffe, 44092-2298 

Telephone: (440) 347-5541 

Facsimile: (440) 347-1110 

E-mail: sam.laferty(S;lubrizo!.com 
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